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Withdrawal of Finality 

The finality of the rejection of the last Office action was withdrawn by the decision of the 
Appeal conference held on 9/12/2008. The conferees Jennifer Kolb-Michener and Tim Meeks 
advised the Examiner to present more clear evidence for backing up the Examiner's position. 



Status of the Claims 

Claims 1-3, 5-6, 8-11, and 14-18 are pending in the application. Claim 15 is withdrawn 
from consideration as directed to a non-elected invention. 



DECLARATION 

of JIANN H. CHEN & JOSEPH A. PAVLISKO UNDER 37 C.F.R. §132 

It is noted that both Jiann H. Chen and Joseph A. Pavlisko, the Declarants, are inventors 
in the pending application, issued '084 patent filed simultaneously herewith and the references 
cited in the Information Disclosure Statement for the instant application. Thus, the Declarants are 
an inventive entity in both the pending application and the applied reference. Declarants seek to 
show herein, that the preamble of the Jepson format claim included in the instant application 
describes Declarants own work. We, the Declarants, have worked on replaceable fuser members. 
This work included obtaining high temperature nickel mandrels and applying primer coatings of 
a silane coupling agent that contains epoxies to the outer surface of the mandrel. An elastomer 
was then applied and cured on the outer surface of the mandrel. This elastomer was machined to 
a desired thickness. A topcoat layer was applied over the machined coating of the base cushion 
and cured. The elastomer and topcoat formed a replaceable fuser member sleeve that was 
removed from the mandrel. The mandrel has a coefficient of thermal expansion equal to from 
about 80 to about 120 percent of the coefficient of thermal expansion of the sleeve in a 
temperature range from about 20 to about 325°C. 

In other words, the Declarants Jiann H. Chen and Joseph A. Pavlisko declare that since 
the preamble of the Jepson format claim of original claim 19 is Declarants' own work, the 
rejection has to be withdrawn. 

First of all, the Examiner would like to note that the Declaration does not reflect claimed 
invention: claims 1 and original claim 19 recite nickel sleeve mounted on a mandrel ( not nickel 
mandrel, as stated by the Applicants in the current Declaration). Second, the Examiner had 



Application/Control Number: 10/662,913 
Art Unit: 1792 



Page 3 



conducted a thorough search and concluded that, in contrast to Applicants statement, the 
preamble of the Jepson format claim of original claim 19 is not Declarants' own work. 
The new Office Action based on the search is as follows: 

Claim Rejections - 35 USC §103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-3, 5-6, 8-1 1, 14 and 16-18 stand rejected under 35 U.S.C. 103(a) as being 
unpatentable over Applicants' admitted prior art (AAA) and applied as evidence Shifley et al 
(US 6259873), Hartley et al (US 4,853,737) and Chen et al (US 5,781,840), and further in view 
of Wallin (US 3,799,859), Kawada et al (JP 200131864), Bird et al (US 3552898) and Weber et 
al (US 5,750,160). 

Applicants admitted that typically, toner fuser rollers include a hollow cylinder core, 
which is often metallic, with a roller cushion layer formed about the roller. Such cushion layers 
are commonly made of silicone rubbers or silicone polymers having a low surface energy such as 
polydimethylsiloxane, which minimize adherence of toner to the roller, especially the heated 
roller. It is also known that cured polyfluorocarbon polymers and copolymers may be used to 
coat the cushion layer surface to further reduce the tendency of the toner to adhere to the roller 
and minimize contact of release oils with the cushion layer. (See Published Application, P10). 
Applicants discloses that the improvement comprises forming the mandrel of a metal having a 
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coefficient of thermal expansion equal to from about 80 to about 120 percent of the coefficient of 
thermal expansion of the sleeve in a temperature range from about 20 to about 325°C. 

Shirley et al. Hartley et al and Chen et al are applied as evidence that all claimed 
limitations were known in the art except for matching coefficients of thermal expansion of the 
sleeve and the mandrel . Shifley et al is applied as evidence that replaceable fuser rollers 
comprising a hollow cylinder core, which is often metallic, with a roller cushion layer formed 
about the roller, was known in the art (See column 5, lines 16-26). Shifley et al teaches an 
image-recording drum 12 having a photoconductive outer surface 14 on which toner images are 
formed in a conventional manner (See column 5, lines 13-16). The surface 14 is part of a 
replaceable tube comprising, for example, an aluminum sleeve having an outer coating of an 
organic material ( claimed replaceable fuscr member ) (Sec column 5, lines 6-19). Printing 
apparatus in which the outer sleeve or tube of a print drum is readily replaceable while the drum 
shaft is still physically attached to the printer frame is disclosed, for example, in U.S. Pat. No. 
4,1 19,032 (See column 8, lines 40-48). Hartley et al and Chen et al are applied as evidence that 
claimed steps a-g (including nickel sleeve, applying primer, elastomer and top coatings, curing 
coatings and machining the cured elastomer coating) was known in the art. See Hartley et al, 
column 7, lines 60-66, column 10, lines 54-64 and Chen et al, column 4, lines 18-34, column 5, 
lines 1-3. 

Wallin teaches that it is advantageous to form nickel belt (See column 9, lines 32-33) on 
a mandrel made of material such as aluminum, copper or stainless steel (See column 9, lines 50- 
53) that exhibit different temperature coefficients of expansion than nickel belt for facilitating 
the removal of the belt from the mandrel by cooling the mandrel and the belt in a cooling bath 
(See column 1, lines 10-24). It is noted that a fuser member is subjected to heating and cooling in 
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the range of 20 to about 325°C while operating. It is also noted that steel and nickel have 
coefficients of thermal expansion within claimed range (See original claim 7). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have used aluminum, copper or nickel sleeve on a steel mandrel in the cited prior 
art with the expectation of facilitating the removal of the belt from the mandrel by cooling the 
mandrel and the belt in a cooling bath, as taught by Wallin. 

The cited prior art fails to teach that a high temperature nickel is used for a sleeve. 

Kawada et al teaches that an electrically conductive metal layer 2 layer in an 
electrophotographic cylindrical substrate may be formed by depositing the metal on the surface 
of the cylindrical substrate by electroless plating, vapor deposition or sputtering (See Abstract). 
It is the Examiner's position that vapor deposited a nickel layer is claimed high temperature 
nickel because it is formed at high temperature. Bird et al teaches that a high temperature nickel 
prepared by heat treatment of nickel at high temperature in a vacuum (See column 2, lines 14-22) 
meets the stress/temperature conditions (See column 1, lines 61-65). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have formed a nickel layer by vapor deposition in the cited prior art instead of 
plating with the expectation of meeting the desired stress/temperature requirements, as taught by 
Bird et al, and since Kawada et al teaches that vapor deposition is suitable for forming an 
electrically conductive metal layer 2 layer on an electrophotographic cylindrical substrate. 

Wallin does not teach that nickel is preferred material for making a sleeve on steel 
mandrel. 

Weber et al teaches that nickel shell formed on aluminum alloy mandrel by nickel 
vapour deposition tend to warp when cooled because nickel and aluminum have different 
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coefficients of expansion and composites of nickel and aluminum. However, nickel vapour 
deposition on steel mandrels, which have essentially the same coefficient of thermal expansion, 
permits the deposition of a nickel shell onto a steel substrate, which is free of distortion such as 
warping when heated or cooled (See column 1, lines 37-50). It is noted that a fuser member is 
subjected to heating and cooling in the range of 20 to about 325°C while operating. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have used a mandrel of cited prior art of a material having essentially the same 
coefficient of thermal expansion as a nickel sleeve e.g. a steel or nickel with the expectation of 
preventing distortion such as warping when heated or cooled, as taught by Weber et al. 

As to curing temperature of 275°C or more . Hartley et al teach that the curing treatment 
of the outer layer (claimed topcoat layer applied over the base cushion) is preferably carried out, 
at least in part, at temperatures of at least 230°C (i.e. includes claimed range of 275°C or more) 
(See column 8, lines 21-27). 

3. Claims 1-3, 5-6, 8-11,14 and 16-18 stand rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shifley et al in view of Wallin, Kawada et al and Bird et al, further in view 
Weber et al, and further in view of Hartley et al and Chen et al. 

Shifley et al discloses an image-recording drum 12 having a photoconductive outer 
surface 14 on which toner images are formed in a conventional manner (See column 5, lines 13- 
16). The surface 14 is part of a replaceable tube comprising, for example, an aluminum sleeve 
having an outer coating of an organic material ( claimed replaceable fuser member ) (See column 
5, lines 6-19). Printing apparatus in which the outer sleeve or tube of a print drum is readily 
replaceable while the drum shaft ( claimed machine mandrel ) is still physically attached to the 
printer frame is disclosed, for example, in U.S. Pat. No. 4,1 19,032 (See column 8, lines 40-48). 
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Shirley et al fails to teach that: (i) a replaceable sleeve is made of high temperature nickel 
and mandrel is made of steel (Claim 1); (ii) claimed process steps a-g (Claim 1). 

As to (i) , Wallin, Kawada et al and Bird et al are applied here for the same reasons as 
above. It would have been obvious to one of ordinary skill in the art at the time the invention was 
made to have formed a nickel layer by vapor deposition in the cited prior art instead of plating 
with the expectation of meeting the desired stress/temperature requirements, as taught by Bird et 
al, and since Kawada et al teaches that vapor deposition is suitable for forming an electrically 
conductive metal layer 2 layer on an electrophotographic cylindrical substrate. 

Wallin docs not teach that nickel is preferred material for making a sleeve on steel 
mandrel. 

Weber et al is applied here for the same reasons as above. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have used a mandrel of cited 
prior art of a material having essentially the same coefficient of thermal expansion as a nickel 
sleeve e.g. a steel or nickel with the expectation of preventing distortion such as warping when 
heated or cooled, as taught by Weber et al. 

As to (ii) . Hartley et al and Chen et al teach claimed steps a-g (including nickel sleeve, 
applying primer, elastomer and top coatings, curing coatings and machining the cured elastomer 
coating) was known in the art. See Hartley et al, column 7, lines 60-66, column 10, lines 54-64 
and Chen et al, column 4, lines 18-34, column 5, lines 1-3. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have used teaching of Hartley et al and Chen et al for forming resin layers since 
Shirley et al does not limit its teaching to particular methods of applying organic layers. 
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4. Claims 1-3, 5-6, 8-11, 14 and 16-18 stand rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hartley et al and Chen et al in view of Shifley et al, further in view of Wallin, 
Kawada et al and Bird et al, further in view Weber et al. 

Hartley et al and Chen et al teach all claimed limitations except for: (i) rollers being 
replaceable, (ii) made of high temperature nickel mounted on mandrel with matching coefficients 
of thermal expansion of the sleeve and the mandrel. 

As to (i) , Shifley et al teaches that a fuser roller comprising a metal sleeve and organic 
coating may be replaceable (See column 5, lines 13-35) so the sleeve can be replaced while a 
drum shaft is still physically attached to the printer frame (See column 8, lines 40-49). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have made a cylindrical nickel sleeve in Hartley et al and Chen et al replaceable 
with the expectation of providing the desired replacement of the sleeve while a drum shaft is still 
physically attached to the printer frame, as taught by Shifley et al. 

As to (ii) , a combination of Wallin, Kawada et al, Bird et al and Weber et al is applied 
here for the same reasons as above. 

5. Claims 1-3, 5-6, 8-11, 14 and 16-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over a combination of AAA in view of Shifley et al, Wallin, Kawada et al, Bird et 
al, Weber et al, Hartley et al and Chen et al, or over a combination of Shifley et al, Wallin, 
Kawada et al, Bird et al, Weber et al, Hartley et al and Chen et al, as applied above, and further 
in view of Badesha et al (US 5,141,788) for the reasons of record set forth in paragraph 8 of the 
Office Action mailed on 10/10/2006. 

6. Claims 1-3, 5-6, 8-11, 14 and 16-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over a combination of AAA in view of Shifley et al, Wallin, Kawada et al, Bird et 
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al, Weber et al, Hartley et al and Chen et al, or over a combination of Shifley et al, Wallin, 
Kawada et al, Bird et al, Weber et al, Hartley et al and Chen et al, as applied above, and further 
in view of Petropoulos et al (US 5021 109) for the reasons of record set forth in paragraph 9 of 
the Office Action mailed on 10/10/2006. 

7. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over a combination of 
AAA in view of Shifley et al, Wallin, Kawada et al, Bird et al, Weber et al, Hartley et al and 
Chen et al, or over a combination of Shifley et al, Wallin, Kawada et al, Bird et al, Weber et al, 
Hartley et al and Chen et al, as applied above, and further in view of Schlueter, Jr. et al (US 
5,995,796) for the reasons of record set forth in paragraph 1 1 of the Office Action mailed on 
10/10/2006. 

8. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

The following references are cited to show that replaceable fuser members were known in the 
art: 

Dupree et al (US 3,927,463) (See column 1, lines 50-63, column 2, lines 17-64); 
Yu et al (US 5,415,961) (See column 8, lines 9-10, 35-39); 
Hollis (US 4,119,032) (See column 2, lines 15-35); 

Bass et al (US 3,146,709) (See column 1, lines 10-21; column 2, lines 21-29). 

Response to Arguments 

9. Applicant's arguments with respect to claims 1-3, 5-6, 8-11, 14 and 16-18 have been 
considered but are moot in view of the new ground(s) of rejection. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elena Tsoy Lightfoot whose telephone number is 571-272-1429. 
The examiner can normally be reached on Monday-Friday, 9:00AM - 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on 571-272-1423. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Elena Tsoy Lightfoot, Ph.D. 
Primary Examiner 
Art Unit 1792 

October 22, 2008 
/Elena Tsoy Lightfoot/ 



